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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

With regards to claims 13-22 the methods recited in the claimed invention do not 
produce a real life, real world, useful, concrete, and tangible result. 

The claimed invention as a whole must accomplish a practical application. That 
is, it must produce a "useful, concrete and tangible result." State Street, 149 F.3d at 
1373, 47 USPQ2d at 1601-02. The purpose of this requirement is to limit patent 
protection to inventions that possess a certain level of "real world" value, as opposed to 
subject matter that represents nothing more than an idea or concept, or is simply a 
starting point for future investigation or research (Brenner v. Manson, 383 U.S. 519, 
528-36, 148 USPQ 689, 693-96); In re Ziegler, 992, F.2d 1197, 1200-03. 26 USPQ2d 
1600, 1603-06 (Fed. Cir. 1993)). 

A process that consists solely of the manipulation of an abstract idea is not 
concrete or tangible. See In re Warmerdam, 33 F.3d 1354, 1360, 31 USPQ2d 1754, 
1759 (Fed. Cir. 1994). See also Schrader, 22 F.3d at 295, 30 USPQ2d at 1459. Nor can 
one patent "a novel and useful mathematical formula," Flook, 437 U.S. at 585, 198 
USPQ at 195; electromagnetism or steam power, O'Reilly v. Morse, 56 U.S. (15 How.) 
62, 113-114(1853); 
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Please view the following guidelines to overcome 35 U.S.C. 101 rejection made 
in this office action. 

httD://www.uspto.gov/web/offices/com/sol/og/2005/week47/patgupa.htm 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-10, 13-19, and 21-24 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Hong et al. (USPN 2003/0202456) . 

With regards to claim 1, Hong et al. (USPN 2003/0202456) teaches a data 
storage device comprising: 

a probe tip mounted on a suspension mechanism; (10&12;Figure 1) 

a data storage layer; (20;figure 1) 

at least one conducting layer wherein a capacitance is formed between the 
suspension mechanism and the at least one conducting layer; (Page 3, paragraph 
0030) and 

a sensor for sensing a change in the capacitance based on a displacement of the 
probe tip due to the presence of a bit. (Page 4, paragraph 0037) 
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With regards to claim 2, Hong et al. (USPN 2003/0202456) teaches the data 
storage layer is in contact with the probe tip. (Page 3, paragraph 0036) 

With regards to claim 3 and 22, Hong et al. (USPN 2003/0202456) teaches the 
data storage layer includes the bit and the bit comprises at least one of a pit or 
protrusion (Page 3, paragraph 0030) 

With regards to claim 4, Hong et al. (USPN 2003/0202456) teaches the data 
storage layer comprises a polymer material. (Page 3, paragraph 0030) 

With regards to claim 5, Hong et al. (USPN 2003/0202456) teaches the 
conducting layer comprises a conducting thin film. (Page 3, paragraph 0030) 

With regards to claim 6, Hong et al. (USPN 2003/0202456) teaches the 
conducting thin film comprises at least one of a deposited metal film of Mo, Cu, TA and 
an alloy. (Page 3, paragraph 0030) 

With regards to claim 7, Hong et al. (USPN 2003/0202456) teaches the 
conducting layer comprises a conducting substrate (Page 3, paragraph 0030) 

With regards to claim 8, Hong et al. (USPN 2003/0202456) teaches the 
conducting substrate comprises a doped silicon material. (Page 3, paragraph 0029) 

With regards to claim 9, Hong et al. (USPN 2003/0202456) teaches the 
suspension mechanism includes a flexible cantilever. (Page 3, paragraph 0035) 

With regards to claim 10. Hong et al. (USPN 2003/0202456) teaches the 
capacitance is formed on at least on side of the flexible cantilever. (Page 4, paragraph 
0037) 
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With regards to claim 13, Hong et al. (USPN 2003/0202456) teaches a method 
of reading data from a data storage device comprising: 

suspending a probe tip over a data storage layer via a suspension mechanism; 
(10&12;Figure 1) 

providing at least one conducting layer wherein a capacitance is formed between 

the suspension mechanism and the at least one conducting layer; (Page 3, paragraph 
0030) and 

sensing a change in the capacitance based on a displacement of the probe tip 
due to the presence of a bit. (Page 4, paragraph 0037) 

With regards to claim 19, Hong et al. (USPN 2003/0202456) teaches a the 
suspension mechanism further includes a flexible cantilever and the act of providing at 
least one conducting layer further comprises providing a conducting layer within the 
suspension mechanism whereby a capacitance is formed between the conducting layer 
and the flexible cantilever. (Page 4, paragraph 0037) 

With regards to claim 21 , Hong et al. (USPN 2003/0202456) teaches the act of 
sensing a change in capacitance comprises sensing a difference in capacitance 
between the first and second capacitance. (Page 1, paragraph 0015) 

With regards to claim 23, Hong et al. (USPN 2003/0202456) teaches a computer 
system comprising; 

a central processing unit; and a data storage device coupled to the central 
processing unit comprising: (70;figure 1) 

a probe tip mounted on a suspension mechanism; (10&12;figure 1) 
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a data storage layer; (20;figure 1) 

at least one conducting layer wherein a capacitance is fornied between the 
suspension mechanism and the at test one conducting layer; (figure 1) and 

a sensor for sensing a change in the capacitance based on a displacement of the 
probe tip due to the presence of a bit. (Page 4, paragraph 0037) 

With regards to claim 24, Hong et al. (USPN 2003/0202456) teaches a data 
storage device comprising: 

a probe tip mounted on a flexible suspension mechanism; (10&12;figure 1) 

at least one capacitor coupled to the flexible suspension; (Page 4, paragraph 
0037) and 

a sensor for sensing a change in capacitance of the at least one capacitor based 
on a displacement of the probe tip due to the presence of a bit (Page 4, paragraph 
0037) 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 11-12 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hong et al. (USPN 2003/0202456) in view of Min et al. (USPUB 2003/0210640). 

With regards to claim 11,12 and 20, Hong et al. (USPN 2003/0202456) does not 
appear to teach forming a capacitance on both sides of the cantilever. 
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Min et al. (USPUB 2003/0210640) teaches forming a capacitance on both sides 
of the cantilever, (page 1, paragraph 0011) 

It would've been obvious to one of ordinary skill in the art at the time of the 
invention to modify the Hong invention to form a capacitance on both sides of the 
cantilever taught by Min in order to improve the linearity, the size and sensitivity of a 
detection signal, (page 1, paragraph 0012) 

Response to Arguments 

Applicant's arguments with respect to claims 1-24 have been considered but are 
moot in view of the new ground(s) of rejection. In view of the above rejections the 
finality of the office action dated 1 1/09/2005 is withdrawn. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Maeda et al. (USPUB 2005/0047288) teaches a recording 
medium having position recognition structure and position recognition apparatus. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Barlow can be reached on 571-272-2269. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

Aditya Bhat 
May 24, 2006 
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